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DETAILED ACTION 
Drawings 

New corrected drawings in compliance with 37 CFR 1.121(d) is required in this 
application because several features claimed are not displayed. The drawings do not 
display: first image processing means, read data transmitting means, read data 
transmitting means, second image processing means, written data transmitting means, 
image outputting means, a function selecting means, job registering means, priority 
order determining means, second control means, second storage means, job registering 
means, priority order determining means, remaining capacity detecting means, first 
necessary storage capacity estimating means, second necessary storage capacity 
estimating means. The applicant only discloses one control means and one storage 
means. Applicant is advised to employ the services of a competent patent draftsperson 
outside the Office, as the U.S. Patent and Trademark Office no longer prepares new 
drawings. The corrected drawings are required in reply to the Office action to avoid 
abandonment of the application. The requirement for corrected drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his Invention. 

Claim 1 recites the limitation "a written data transmitting means for transmitting 
said image data" and "an image outputting means for selecting either one of said image 
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data, processed by said first image processing means, or said image data, transmitted 
by said written data transmitting means, so as to output said image data as an image" It 
is unclear whicli "image data" is being claimed: the image data after image is read or 
image data after "first processing means". There is insufficient antecedent basis for this 
limitation in the claim. 

Also in claim 1, the paragraph that begins with "a first control means", 
specifically "controlling said written data transmitting means to transmit said image data 
by transmitting said image data to said second image processing means with said read 
data transmitting means", it is unclear which means transmits to the second processor. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomris the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hisatake 

(US 6,065,036) in view of Atobe et al. (US 6,281,979) 

Regarding claim 1, Hisatake discloses an image reading means for 
reading an image on a document and for converting image into image data (column 4, 
lines 42-44; figure 1, element 3), a first control means, in accordance with desired 



Application/Control Number: 1 0/071 ,986 Page 4 

Art Unit: 2622 

image processing function selected by function selecting means, for controlling first 
image processing means to process image data, or controlling written data transmitting 
means to transmit image data by transmitting image data to second image processing 
means with read data transmitting means and by processing image data with second 
image processing means (column 4, lines 53-56), a job registering means for registering 
a plurality of jobs in relation with an image forming process, a priority order determining 
means for determining a priority order for output of plurality of jobs (column 4, lines 39- 
42), a second control means for determining an outputting order of said image data, 
corresponding to each of plurality of jobs, to be outputted from image outputting means 
in accordance with priority order, and for controlling image outputting means so as to 
output image data, corresponding to one of plurality of jobs whose priority order is the 
highest among plurality of jobs which are able to be outputted immediately, when 
immediate output of image data, corresponding to other one of said plurality of jobs, is 
impossible because of a process by second image processing means (column 2, lines 
26-34). 

However, Hisatake fails to expressly disclose a first image processing means for 
processing image data, a read data transmitting means for transmitting image data, a 
second image processing means for processing image data a written data transmitting 
means for transmitting image data an image outputting means for selecting either one of 
image data, processed by first image processing means, or image data, transmitted by 
said image data as an image, a function selecting means with for selecting a desired 
image processing function. 
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Atobe et al. discloses a first image processing means for processing image data, 
a read data transmitting means for transmitting image data (figure 3, element 13; 
column 5, lines 33-35), a second image processing means for processing image data a 
written data transmitting means for transmitting image data (figure 3, element 14; 
column 5, lines 36-37), an image outputting means for selecting either one of image 
data, processed by first image processing means, or image data, transmitted by said 
image data as an image, a function selecting means with for selecting a desired image 
processing function (column 4, lines 26-29) 

Hisatake and Atobe et al. are combinable because they are from the same field 
endeavor, both being image processing apparatuses. At the time of invention, it would 
have been obvious to a person of ordinary skill in the art to combine the inventions of 
Hisatake and Atobe et al. because adding a processor selecting function allows different 
types of data to be processed. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hisatake 
in view of Atobe as applied to claim 1 above, and further in view of Yoshida. 

Regarding claim 2, the rationale provided in the rejection of claim 1 is 
incorporated herein. Hisatake does not teach a display means for displaying that 
outputting order has been changed due to process by second image processing means. 
This was known and taught by Yoshida et al. discloses comprising a display means for 
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displaying that outputting order has been changed due to process by second image 
processing means (Figure 10). It would have been obvious to a person of ordinary skill 
in the art to combine the inventions of Hisatake and Yoshida et al. so that users can see 
the priority in the printing of jobs. 

Allowable Subject Matter 

Claim 3 is allowed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mario Ayele whose telephone number is 571-272-0624. 
The examiner can normally be reached on Monday through Friday 8:30 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on 571-272-7402. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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